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n its most recent term, the U.S. Supreme Court managed to indirectly communicate strong support for
the legal principle holding that consent is not required to use a third-party trademark in a creative or
artistic work, through two cases that have nothing to do with media and entertainment content.

For more than 30 years, since the Second Circuit decided Rogers,' producers of films and television
programs have relied on the First Amendment right recognized in that case to use third-party trademarks
in expressive works without obtaining consent from the trademark owner. More recently, musicians

and video game producers have relied on the same protection.? Despite a regular drumbeat of decisions
reinforcing the principal holding of Rogers,? the proliferation of marks in expressive works nonetheless
seems to have spawned a never-ending series of claims from trademark owners who continue to believe
their consent is necessary before their trademarks (or trade dress) can appear in creative works.

In addition, Rogers and its progeny were the subject of a direct and powerful attack by the petitioner in
Jack Daniel’s Properties, Inc. v. VIP Products LLC (Jack Daniel’s),* although (as the Court ultimately
ruled), wholesale rejection of the doctrine was not necessary for Jack Daniel’s to prevail. Moreover, no
case to date has specifically addressed the impact of product placement—which in some cases, for some
producers, has led to a culture of consent—on the legal analysis. Although content producers rely every
day on the principles of Rogers and its progeny, the potential for uncertainty remained.’

In the most recent term, the Supreme Court turned down an invitation to overrule Rogers, and although
it also declined to directly endorse it, a strong argument can be made that any lingering questions about
Rogers in the context of a creative or artistic work effectively were put to rest by that opinion and the
Court’s subsequent opinion in Abitron Austria GMBH v. Hetronic International, Inc.® Taken together,
those two decisions provide a strong defense based on statutory interpretation, in addition to the First
Amendment, that should effectively end the era of trademark owners seeking to control use of their marks
in artistic and creative content via an infringement claim under the Lanham Act.

In Rogers, the Second Circuit established a framework for evaluating trademark infringement claims in
expressive works, designed to protect the rights of content producers who might otherwise be liable for
trademark infringement occurring within works protected by the First Amendment. The Second Circuit
held that an infringement claim based on use of a trademark in an artistic work must be dismissed unless
the plaintiff can prove that the use “has no artistic relevance to the underlying work” or that it “explicitly
misleads as to the source or the content of the work.””
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Other courts, in particular the Ninth Circuit, subsequently reinforced and clarified that the standard for
overcoming a motion to dismiss in a trademark infringement case involving use in an artistic work is
quite high and materially different from the traditional “likelihood of confusion” test generally applied
when the alleged infringement is serving as a source designator of a product being sold in commerce.®
Jack Daniel’s called on the courts to consider the intersection of these two scenarios: a trademark being
used as a designator of a product being sold in commerce that also contains expressive elements.

In the words of the Supreme Court, Jack Daniel’s is a case “about dog toys and whiskey.” It also is a
case dealing with traditional trademark infringement claims, based on the use of the plaintiff’s famous
marks on a consumer product—a dog toy—produced and sold by the defendant that also happens to be
a parody of the plaintiff’s famous trademarks. The defendant argued, and the Ninth Circuit held, that the
allegedly infringing toy is an expressive work and therefore protected by the First Amendment.

The Ninth Circuit never reached the question that is the gravamen of a traditional trademark
infringement claim involving the mark being used as a source designator on a consumer product, namely,
whether there is a likelihood of confusion, because that Court determined that the toy at issue constituted
an expressive work. Attacking that decision in the Supreme Court, Jack Daniel’s argued, among other
things, that Rogers has “no textual basis,” is “neither settled nor workable,” is “arbitrary at best,” is not
supported by the First Amendment, and “[c|onflicts with the Lanham Act.”°

Although the Supreme Court reversed the Ninth Circuit, it specifically declined Jack Daniel’s’ invitation to
fully reject Rogers. In so doing, the Court focused on the fact that the alleged infringement involved using
a trademark to designate the source of goods—as the Court put it, using “a trademark as a trademark.”!!
The Court’s opinion referred to using a mark as a product designator as “the heartland of trademark
law,” which it held is not entitled to special protection under the First Amendment.'?

The Court’s approach to resolving the case focused nearly entirely on the way in which the trademark was
being used—as a product designator to identify the source of defendant’s own goods. The opinion went

to great lengths to distinguish the case from those involving creative and artistic works, and the nature of
the use was the key factor the Court cited as distinguishing Jack Daniel’s from other situations involving
other types of use.'’

Using a trademark to identify the source of a product being sold is quite different from a trademark
appearing in a film, television program, podcast, or song. The Supreme Court recognized the distinction
when it observed that other courts applying Rogers had done so in cases “in which a trademark is used
not to designate a work’s source, but solely to perform some other expressive function.”'* The Jack
Daniel’s opinion specifically stated that the Court would not determine whether a threshold inquiry
under the First Amendment, as Rogers and its progeny held is necessary when the alleged infringement is
contained in a creative work, is “ever warranted.”"

Aside from recounting relevant facts, the bulk of the Supreme Court’s opinion in Jack Daniel’s was spent
discussing legislative history and cases so as to draw a clear distinction between using a trademark to
identify the source of a party’s product in commerce and using a trademark in some other way.'® Then,
the Court articulated its holding as follows: “Without deciding whether Rogers has merit in other
contexts, we hold that it does not when an alleged infringer uses a trademark in the way the Lanham Act
most cares about: as a designation of source for the infringer’s own goods.”"”

The Supreme Court’s focus on the way a trademark is used, and in particular distinguishing its use as a
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designation of source at the point of purchase by a consumer from other uses, was a crucial factor in Jack
Daniel’s, and reappeared in an entirely different context in Abitron.'® In Abitron, the Court’s opinion
identified the location of the alleged infringement by honing in on the point of sale, where a consumer
would rely on the mark as a source identifier, rather than other places or ways in which consumer
confusion might occur. This emphasis on the use of a mark as a product designator in commerce under
the Lanham Act, if consistently applied as the Supreme Court did in Jack Daniel’s and Abitron, should
make it impossible for a trademark owner to establish infringement based on the use of a mark in an
artistic or creative work.

On its face, Abitron addressed the foreign reach of certain provisions of the Lanham Act and the ability of
a trademark owner to recover damages in U.S. courts for infringing acts where the point of sale is outside
the United States. In that case, the Supreme Court’s conclusion that the infringing use in commerce

at issue did not take place in the United States rested on an interpretation of the “use in commerce”
requirement that, similar to Jack Daniel’s, relied on the distinction between using a trademark to identify
the source of a party’s product in commerce and using a trademark in some other way.

The defendant in Abitron manufactured and sold radio remote controls for construction equipment,
primarily in Europe, branded with the plaintiff’s trademark. After determining that the sections of the
Lanham Act at issue were not extraterritorial, the Court identified the first key question as whether
“the conduct relevant to the statute’s focus occurred in the United States.”'” The Court then found the
statute’s focus to be the “infringing use in commerce” prohibited by the Lanham Act and further refined
the outcome determinative issue to whether the “use in commerce” of the infringing products was in the
United States.?®

As part of its analysis of the Lanham Act’s “focus” and the potential implications of extraterritorial
application of the Lanham Act, the opinion of the Court once again was centered around the use of

the mark to identify and indicate the source of goods at the point of purchase.?! That is, similar to Jack
Daniel’s, the Abitron Court cabins the act of infringement under the Lanham Act at issue in that case to
the use of a mark as a designator of the source or origin of goods at the point of sale.

The Court’s narrow emphasis on using the mark as a product identifier at the point of sale in Abitron
was not accidental. Justice Ketanji Brown Jackson, who joined the majority opinion, wrote a separate
concurrence to clarify under what circumstances she believes that an infringing product originally
purchased overseas could result in a use in commerce in the United States, and once again, the focal point
of her analysis was on the point of (re)sale, when the potential buyer was relying on the trademark to
identify the origin of goods being acquired.?

In contrast, Respondent Hetronic argued that although the initial point of sale of the goods was overseas,
consumer confusion had occurred in the United States in other ways, such as harming the goodwill and
reputation of the company and costing the company sales. That impact in the United States, Hetronic
claimed, was sufficient to meet the “use in commerce” requirement of the statute.?’

Similarly, the opinion concurring in the judgment, written by Justice Sonia Sotomayor and joined by three
others, specifically took issue with the majority’s emphasis on the conduct occurring at the point of sale as
the gravamen of an infringement claim. For purposes of determining if the relevant conduct took place in
the United States, the concurrence argued that consumer confusion sufficient to constitute an infringement
can occur at other times, even when trademark is not being used to indicate source or origin at the
moment when someone is purchasing the product.?*



Forum on Communications Law Communications Lawyer Winter 2024

The concurrence’s criticism in Abitron that “the majority transform[ed] the Court’s extraterritoriality
framework into a myopic conduct-only test” highlights the precise reason the decision, stacked on top of
Jack Daniel’s, presents a silver lining for storytellers and content producers who may face new challenges
in collecting damages in U.S. courts from third-party infringers located overseas.?” Use of a third-party
trademark in an artistic work, such as a television show or podcast, is not a trademark use. Whatever the
creative reasons for its inclusion, the trademark is not being used to identify a product at the point of sale,
even if it appears in marketing or advertising for the work, and even if brand owners sometimes paid to
put it there.

As a result, not only did the Supreme Court in Jack Daniel’s choose not to reject the First Amendment
right first articulated in Rogers, but its holding in Abitron leads to the conclusion that the use of a third-
party trademark in an expressive work cannot be an infringing “use in commerce,”?® as required under
the Lanham Act for there to be a valid claim.?” Whether through application of the Rogers test or not, or
whether based on the First Amendment, textual analysis, or statutory interpretation, the Supreme Court’s
trademark infringement decisions in the October 2022 term collectively reinforced the rights of artists and
storytellers to use trademarks in their creative works for expressive purposes.
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