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s a result of advances in technology, evolving

business practices, and an increase in corpo-
rate global expansion, intellectual property con-
tinues to be a central and dynamic field of law.
This article examines recent U.S. Supreme Court
decisions and notable pending cases concerning
intellectual property. The issues addressed in these
rulings and cases highlight some of the critical
legal issues taking place in various industries from
an intellectual property perspective, as well as the
dynamic nature of intellectual property law in the
United States.

KEY INTELLECTUAL PROPERTY
CASES AT THE U.S. SUPREME COURT

In May and June 2023, the U.S. Supreme Court
(Supreme Court) issued decisions in several key
intellectual property cases, that carry profound
implications on American businesses and intel-
lectual property (IP) rights holders, including
American companies doing business overseas.

The Supreme Court considered:
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(i) Whether humorous use of another’s trademark
as one’s own on a commercial product is subject
to the Lanham Act’s likelihood-of-confusion
analysis, or instead entitled to heightened First
Amendment protection;'

(i) Whether humorous use of another’s mark as
one’s own on a commercial product is “non-
commercial” and thus bars as a matter of law
a claim of dilution by tarnishment under the
Lanham Act;?

(i11) What is the proper test for whether a work is
“transformative” under the first factor of the
Copyright Act’s fair use doctrine: purpose and
character;® and

(iv) Whether and to what extent the federal trade-
mark statute, known as the Lanham Act, applies
to infringing conduct that takes place outside
the United States.*

Jack Daniel’s Properties v.VIP Products LLC?
Jack Daniel’s (Jack Daniel’s) is a well-known and
popular brand of Tennessee whiskey produced in
Lynchburg, Tennessee by the Jack Daniel’s Distillery.
VIP Products LLC, (VIP Products) is a company
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that manufactures dog toys. VIP Products created a
plastic dog toy resembling Jack Daniel’s iconic bot-
tle. Rather than “Jack Daniel’,” the toy reads “Bad
Spaniels” and instead of “Old No. 7 Tennessee Sour
Mash Whiskey” the toy reads “The Old No. 2 on
your Tennessee carpet,” as shown in Figure 1.

Jack Daniel’s sued VIP Products alleging trade-
mark infringement. The U.S. District Court for
the District of Arizona ruled in favor of Jack
Daniel’s, finding that VIP Product’s use of the
trademark elements were not protected by the
First Amendment, and diluted Jack Daniel’s trade-
marks, and placed an injunction on VIP Products
from selling the toy.® VIP Products appealed the
district court ruling.

The U.S. Court of Appeals for the Ninth Circuit
ruled unanimously that a more demanding test was
required to dismiss the dog toy as an expressive
work covered by the First Amendment, finding that
the Rogers test’ (which has been applied to non-
commercial expressive works, and determines that
the title of an artistic work is protected under free
speech from the Lanham Act when (a) the title of
the work has some artistic relevance to the under-
lying work, and (b) that the title is not explicitly
misleading as to the source of the content of the
work) applied to the claim of infringement.® The
Ninth Circuit held that the dog toys were expres-
sive works entitled to heightened First Amendment
protection from infringement claims and remanded
for the district court to determine whether either
prong of that test was satisfied.’

The Ninth Circuit also reversed the finding of
dilution by tarnishment, invoking the Trademark
Dilution Revision Act’s exception for “noncom-
mercial use of a mark”! On remand, the dis-
trict court, applying the Rogers test, held that Jack
Daniel’s failed to show lack of artistic relevance or
explicitly misleading statements, so VIP Product’s
use was entitled to First Amendment protection.'!

The Supreme Court granted certiorari and con-
sidered: (i) whether the humorous use of another’s
trademark as one’s own on a commercial product
is subject to the Lanham Act’s likelihood-of-con-
fusion analysis,'? or instead entitled to heightened
First Amendment protection under the Rogers test,
and (i1) whether humorous use of another’s mark as
one’s own on a commercial product is “noncom-
mercial” and thus bars as a matter of law a claim
of dilution by tarnishment under the Trademark
Dilution Revision Act."

On March 21, 2023 the Supreme Court heard
oral argument, whereby VIP Products maintained
its position that the dog toys do not violate the
Lanham act as they are a parody and that First
Amendment protection shields the company from
liability."* Meanwhile, Jack Daniel’s argued that the
dog toys, despite the parody, nevertheless cause con-
sumer confusion and as such infringe Jack Daniel’s
trademarks." Jack Daniel’s further argued that the
Ninth Circuit erred in holding that VIP’s use was
noncommercial because it was humorous, and
instead should have applied the parody exemption.
Jack Daniel’s further argued that the parody exemp-
tion did not apply as the VIP Products was using the
mark as a designation of source.'®

The key consideration in this case was whether
the Rogers test should apply to commercial
products that may have expressive components.
Amicus curiae briefs from more than thirty busi-
nesses and organizations were submitted, demon-
strating the significance and wide interest in the
topic at hand.

In another 9-0 decision, the Supreme Court held
that (i) when used as a designation of source (or
effectively, use as a trademark for its own goods or
services) the Rogers v. Grimaldi exception does not
apply, and (i1) the Lanham Act’s exclusion from lia-
bility for “[a]ny noncommerical use of a mark™ does
not shield parody, criticism, or commentary from a
claim of trademark dilution.'” The decision appears
consistent with the holding in Rogers, which held
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that use of another’s mark in a movie title is protect-
able under the First Amendment, so long as it does
not mislead consumers as to the source or content
of the work.'®

Although the verdict somewhat limits free
expression rights of parody artists, it is a win for
trademark owners as the case essentially limits the
Rogers test to allow for parodies that are not used as
source indicators, are artistically expressive in nature,
and do not explicitly mislead consumers. The par-
ody defense is still available to product companies
using parodies as a source indicator, however the
defense would be subject to the likelihood of con-
fusion analysis under the Lanham Act rather than
the First Amendment analysis.

Andy Warhol Foundation for the Visual Arts,
Inc. v. Lynn Goldsmith, et al."?

Andy Warhol Foundation for the Visual Arts, Inc.
(the Foundation), was created in accordance with
Andy Warhol’s will, for advancement of the visual
arts and preserving Warhol’s legacy. Lynn Goldsmith
(Goldsmith) is an American recording artist, film
director, and photographer. The case dealt with the
“Prince Series,” comprised of sixteen distinct works
created by Andy Warhol based on a photograph by
Goldsmith of the musician Prince depicting Prince’s
head and a small portion of his neckline, to which
Goldsmith owns a copyright. In 1984 Goldsmith
granted Vanity Fair magazine a license to use the
photograph as an artist reference. Warhol created
the image that Vanity Fair commissioned him to
create, and subsequently created fifteen additional
images, which became the Prince Series. Goldsmith
became aware of the Prince Series in 2016 and sues
the Foundation as successor to Warhol’s copyright
in the Prince Series for violation of her copyright
in the photo.

The district court granted summary judgement
to the Foundation holding that Warhol’s use of a
photograph of Prince as the basis for a series of art-
work was protected as fair use under the Copyright
Act, as the work was transformative.” Goldsmith
appealed claiming that the district court erred in
its assessment and application of the four fair-use
factors:

(i) The purpose and character of the use, including
whether such use is of a commercial nature or is
for nonprofit educational purposes;

(i1) The nature of the copyrighted work;

(i11) The amount and substantiality of the portion
used in relation to the copyrighted work as a
whole; and

(iv) The effect of the use upon the potential market
for or value of the copyrighted work).?!

The U.S. Court of Appeals for the Second
Circuit held that the use of the photograph was not
protected as fair use, as the series was not transfor-
mative because it retained “essential elements of the
Goldsmith Photograph without significantly add-
ing to or altering those elements.”*

Notably, less than two weeks after the Second
Circuit ruling, the Supreme Court overturned
a Federal Circuit ruling on fair use concerning
computer code in Google LLC v. Oracle America,
LLC,? issuing new guidance on fair use under
the Copyright Act. The Court held that “[t]he
inquiry into the ‘the purpose and character’ of the
use turns in large measure on whether the copy-
ing at issue was ‘transformative, i.e., whether it ‘adds
something new, with a further purpose or difter-
ent character.”** In light of the Google ruling, the
Second Circuit reexamined its decision, but never-
theless maintained its position. The Supreme Court
authorized a review of the Second Circuit’s ruling
in March 2022.

As it stands, there is no bright-line rule for what
constitutes “transformative use,” and the Supreme
Court has previously highlighted the dangers of
“bright-line rules” in the fair use context.” Various
courts including the Supreme Court, the Ninth
Circuit, and other courts of appeals have held that a
work is allegedly “transformative” when it conveys a
different meaning or message from its source mate-
rial. Other courts have held that a work is not trans-
formative where such work “recognizably derives
from, and retains the essential elements of; its source
material” (as the Second Circuit held on appeal in
this case). The Supreme Court considered whether
‘Warhol’s alterations were sufficiently transformative
from Goldsmith’s photograph to fall within fair use.

The Supreme Court previously addressed fair use
in 1994 in Campbell v. Acuff-Rose Music,® holding
that the central question for assessing whether the
second work is “transformative” is whether it “adds
something new, with a further purpose or different
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character, altering the first with new expression,
meaning, or message.””’ During oral argument
Goldsmith argued that this definition is too vague
and allows copyists to find a way to claim fair use.
Goldsmith proposed interpreting Campbell more
narrowly, where for fair use to apply, the copying
of a work must be necessary for an artist to express
his or her meaning or message (focusing on the
fact pattern of Campbell, where it was necessary to
use component of the song to make the parody),
whereas in the case at hand Warhol could have cre-
ated his artwork without using Goldsmith’s original
work.?

The Foundation took the position that the work
is transformative and constitute fair use because
it portrays a significantly different message than
Goldsmith’s original photograph. Furthermore,
the Foundation asserted that the Second Circuit’s
decision undermines the entire purpose of copy-
right law, which aims to promote creative progress.
Goldsmith maintained her position that since her
photograph is recognizable in Warhol’s prints and
the works share the same purpose, the prints are
not fair use but rather infringe her copyright in her
photo. At oral argument, the Foundation suggested
that the iconic status of Warhol himself, and his
unmistakable style, contributes to his copying being
fair use. Goldsmith objected arguing that fame
should not allow iconic artists to trample other art-
ists’ copyrights.?

In considering the “purpose and character” of
the Andy Warhol Foundation’s particular commer-
cial use of Lynn Goldsmith’s photograph, the Court
held that the purpose and character did not favor a
“fair use” defense to copyright infringement. The
holding limits the fair use defense for those using
copyrighted materials for commercial purposes, and
emphasized the commercial “purpose and charac-
ter” factor of the four factor fair use test. This devi-
ated from the Court’s approach in Google, where
the Court considered and focused on the artistic
differences. The decision therefore narrows fair use
protection and departs somewhat from prior prec-
edent because many artistic works are at some level
commercial (as was the software code in Google and
the song in Campbell).

While the Supreme Court did not offer a clear
cut rule as to what constitutes a “transformative”
work, it offered some guidance as to the purpose
and character prong of the copyright fair use test.

The decision raises various concerns for artists who
in light of the decision may be more inclined to seek
licenses for transformative use of copyrighted work
that might have previously been considered fair use.

Abitron Austria GmbH v. Hetronic
International, Inc.?°

Hetronic International, Inc. (Hetronic), is a
U.S. company which manufactures radio remote
controls and heavy-duty construction equipment.
Austria GmbH (Abitron), a group of German and
Austrian companies, distributed Hetronic’s products
almost exclusively in Europe under agreement. As
the relationship deteriorated, Hetronic terminated
its contractual relationship with Abitron, however,
Abitron continued to manufacture and sell the prod-
ucts generating tens of millions of dollars in profits.
Hetronic filed suit against Abitron in the Western
District of Oklahoma, where a jury awarded over
$100 million dollars in damages on trademark
infringement claims, and the district court entered
a world-wide injunction against Abitron concern-
ing the infringing products.”!

Abitron appealed the decision, and the U.S.
Court of Appeals for the Tenth Circuit affirmed the
district court’s decision regarding the extraterrito-
rial application of the Lanham Act, but limited the
injunction.?

Hetronic filed petition for a writ of certiorari
with the Supreme Court. The Supreme Court
granted certiorari and considered whether, and to
what extent, the Lanham Act applies to infring-
ing conduct that takes place outside the United
States.

On March 21, 2023, the Supreme Court heard
oral argument where Hetronic maintained the
position that Lanham Act extends to virtually all
uses of trademarks abroad, while Abitron argued
that the law can be invoked only if the defen-
dant shipped infringing products directly into this
country.*

The extraterritorial application of the Lanham
Act dates back to 1952. In Steele v. Bulova Watch
Co.,** the Supreme Court held that the Lanham
Act covered infringing conduct in Mexico on the
grounds that the United States government should
govern the worldwide conduct of its citizens, and
that the language in the Lanham Act suggests that
it should concern all such commerce subject to
Congressional regulation.
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Since then, American courts have refined the
presumption that Congress generally does not
intend to apply federal laws outside the United
States, using a two-part test to determine whether
that presumption has been overcome: (i) whether
there is an unmistakable indication in the statute
that Congress intended to apply it to conduct
abroad, and (ii) whether the law’s focus requires a
domestic application of the law.*

The Supreme Court grappled with many issues
concerning the application of the test including the
constitutional ability to regulate commerce that
occurs purely within a foreign country or between
foreign countries. Furthermore, the Court ques-
tioned whether Steele applied the Lanham Act to
U.S. citizens only (which would render Abitron, as
a foreign corporation, immune from jurisdiction
of courts in the United States), or whether Steele
instead focused on the effect of certain conduct
on domestic commerce. Ultimately, since Steele
involved domestic conduct, and domestic likeli-
hood of confusion, the Supreme Court did not rely
on that precedent given that Steele did not answer
to domestic applications of the relevant Lanham Act
provisions.

In a 9-0 opinion, the Justices held, applying the
presumption against extraterritoriality, that the two
provisions of the Lanham Act that prohibit trade-
mark infringement® are not extraterritorial and
extend only to claims where the infringing “use in
commerce” is domestic.”’

To evaluate extraterritoriality of the Lanham Act,
the Court applied the aforementioned two-part test
to determine whether that presumption has been
overcome. First, the Supreme Court considered (i)
whether the presumption against extraterritorial-
ity has been rebutted, and (ii) whether there was
a domestic application of the statute. The Court
found that (i) the Lanham Act did not rebut the pre-
sumption (statute does not give a clear, affirmative
indication that it applies extraterritorially), and (i1)
that any domestic application of the Lanham Act’s
causes of action turned on whether infringing uses
in commerce occurred in the United States. As such
the Court remanded for further proceedings con-
sistent with this interpretation of the Lanham Act.

Given that the infringing products were almost
exclusively distributed in Europe, Hetronic is
unlikely to prevail on its claims under the Lanham
Act. Companies doing business abroad, must

therefore ensure to monitor infringing use under
the applicable foreign trademark laws, as they will
not be able to rely on the Lanham Act as a basis
for infringement claims concerning extraterritorial
activities.

KEY INTELLECTUAL PROPERTY
CASES TO WATCH IN THE LOWER
COURTS

Music Copyright

Dua Lipa’s (Lipa) hit song “Levitating” has
reached 753 million views on YouTube.*® While the
song became an instant hit, the song also became
the center of attention for alleged copyright
infringement. Two lawsuits were filed against Lipa
within the span of one week claiming copyright
infringement by two different parties. The first law-
suit was filed on March 1,2022, on behalf of Artikal
Sound System (Artikal) in California. The second,
was filed just a few days later in New York on behalf
of L. Russell Brown and Sandy Linzer by Larball
Publishing Co (Larball).

Copyright infringement in the field of music
is notoriously complex particularly as artists often
take inspiration from one another and work with
certain elements of genres and styles when creating
music. In order to prevail on a copyright infringe-
ment claim, the plaintiff must demonstrate (i) that
the defendant had access to the work, and (ii) that
the work is “substantially similar” to protected
aspects of the plaintiff’s work.*

The key consideration in these cases is whether
the respective works are “substantially similar.”
Notably, the Second Circuit and the Ninth Circuit
apply different tests as discussed below.

Cope v.Warner Records Inc.*°

Lipa is an English an Albanian singer and song-
writer, signed by Warner Bros. Records. Artikal
Sound Group (Artikal) is a Floridian reggae band
comprising of five members, Chris Montague (gui-
tar), Fabian Acufia (bass), Christopher Cope (keys),
Adam Kampf (drummer), and Logan Rex (vocalist).
The complaint concerns Lipa’s “Levitating” song,
and alleged copyright infringement of Artikals
2017 song “Live Your Life’*" Artikal filed suit in
the U.S. District Court for the Central District of
California, which follows the Ninth Circuit sub-
stantial similarity test.
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In order to prevail, Artikal must show that (i)
Lipa had access to “Live Your Life,” and (ii) that
“Levitating” is “substantially similar” thereto.

Access may be shown through allegations that
either (1) that plaintiff’s work was “widely dis-
seminated” such that a factfinder could reasonably
assume the alleged infringer had encountered the
work in the relevant timeframe, or (2) describing a
specific “chain of events linking the plaintiff’s work
and the defendant’s access.”*

Meanwhile, the “substantial similarity” test as
applied in the Ninth circuit is more stringent than
in the Second Circuit. The Ninth Circuit applies
an “extrinsic” and “intrinsic” test to analyze sub-
stantial similarity, both which must be satisfied for
a successful claim.* The extrinsic test focus on
the objective similarities of only the protectable
elements of plaintiff’s expression.* The intrinsic
test is more subjective and looks to whether there
is substantial similarity in the “total concept and
feel”* and considers the “ordinary person’s sub-
jective impressions of the similarities between the
works” and is “exclusively the providence of the
jury”* On a motion to dismiss or for summary
judgment, a court’s inquiry is limited to questions
of extrinsic substantial similarity.”” Meanwhile,
when assessing substantial similarity, courts in
the Second Circuit first filter out similarities that
result from unprotectible aspects of the original
work, such as facts, public domain material, and
stock plot elements, and examine the “total con-
cept and feel, theme, characters, plot, sequence,
pace and setting” of the similarities that remain
to determine whether similarities rise to the level
of “substantial”’*® Unlike the Ninth Circuit, the
Second Circuit has held that a court can deter-
mine as a matter of law whether the two works
are substantially similar, including the subjective
question of whether there is shred total concept
and feel.” In fact, dismissals of copyright claims
for lack of substantial similarity are very common
in the New York federal courts and frequently
affirmed by summary order.

In this case, plaintiffs allege that Lipa had access
to the song as it was in public domain, and it was
highly unlikely that Lipa’s “Levitating” was created
independently without referencing plaintift’s “Live
Your Life” The initial complaint did not make
specific allegations to show how the works are
substantially similar and did not allege any direct

evidence of copyright. On September 29, 2022,
plaintifts filed an amended complaint to address
the issues of access and substantial similarity.

First, plaintifts argued access on the theory of
“widespread dissemination,” arguing that it was
widely available via streaming platform, performed
at various live performances (mostly in Florida),
and sold several hundred physical copies of the CD
on which the track appears. Plaintitfs also claimed
that their song was featured in Billboards Reggae
chart, one Jamaican newspaper, and a video adver-
tisement for a Delray Beach summer event called
“2018 Beerfest.”

Plaintiffs argued under the “chain of events the-
ory, asserting that:

(1) That individual songwriter-defendant Coffee
worked with a writer named Ali Tamposi on
a different song in the same album in which
Levitating appears;

(2) That Tamposi was “taught guitar” by plaintiff
Cope’s brother-in-law; and

(3) That Tamposi and Cope were connected on
Facebook so that Tamposi would have seen
posts about Cope’s band.*”

On November 14,2022, defendants filed a motion
to dismiss arguing that the plaintiffs’ amended com-
plaint failed to allege that the songwriters had access
to “Live Your Life” prior to creating Levitating, and
that any similarities between the songs constitute
common place expression that cannot be monopo-
lized by any writer and any such similarities are not
actionable.” Simultaneously, defendants also moved
to transfer the case to the U.S. District Court for the
Southern District of New York (as noted, the forum
is more favorable to defendants).>

The court granted the parties’ request to rule on
the motion to transfer before the motion to dis-
miss, however, it declined to rule on the motion to
transfer. The court pointed out that while defen-
dants gave consent to personal jurisdiction in the
Southern District, transfer is not proper to a district
court which lacks personal jurisdiction over each
of the defendants, even if defendants consent to suit
under 28 U.S.C. § 1404(a).5* The court allowed the
parties to submit supplemental briefing in connec-
tion with the motion to transfer, to explain why
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proposed transfer satisfied personal jurisdiction and
venue requirements.

On June 5, 2023, the district court issued an order
denying the transfer of the case to the Southern
District of New York on grounds that defendants
failed to establish jurisdiction in New York and dis-
missing the suit, finding that the plaintiffs failed to
show how Lipa or her songwriters had access to the
plaintiffs’” work, on either the “widely disseminated”
or the “chain of events” theories of access® On the
theory of “widespread dissemination,” the court con-
cluded that the plaintiffs’ factual contentions were
too generic or insubstantial to show access stating:

These allegations are not, either independently
or taken together, enough to plead wide dis-
semination. Plaintiffs’ failure to specify how
frequently they performed “Live Your Life”
publicly during the specified period, where
these performances took place, and the size
of the venues and/or audiences precludes the
Court from finding that Plaintiffs’ live perfor-
mances of the song plausibly contributed to
its saturation of markets in which Defendants
would have encountered it. Their vague alle-
gations concerning CD sales are similarly defi-
cient. . . . Finally, the Court rejects Plaintiffs’
premise that their song’s availability through
Internet streaming services offers meaningtul
support for an inference of access.>

Meanwhile, on the theory of “chain of events”
the court held that these “attenuated links” bear
little connection to either of the two musical
compositions at issue and therefore do not sug-
gest a reasonable likelihood that defendants actu-
ally encountered plaintifts’ song during the relevant
time period.*®

Larball Publishing Co v. Lipa®’

Songwriters Sandy Linzer and L. Russell
Brown are composers of Cory Daye’s 1979 disco
song “Wiggle and Giggle All Night” and “Don
Diablo.” Larball Publishing Co (Larball) filed suit
on their behalf against Lipa concerning her song
“Levitating,” claiming copyright infringement of
plaintiff’s “signature melody” featured in “Wiggle
and Giggle All Night” and “Don Diablo.”

As discussed below, to prevail on copyright
infringement, Larball must show (i) that Lipa had

access to the work, and (ii) that the work is “sub-
stantially similar” to the allegedly infringing work.
In this case, Larball argued access as “Wiggle and
Giggle All Night” and “Don Diablo” as both songs
are internationally popular.”® The complaint submits
evidence comparing the notes of Lipa’s Levitating”
to the notes in “Wiggle and Giggle All Night” and
“Don Diablo” in support of substantial similar-
ity. Additionally, plaintift alleged social media evi-
dence of ordinary observers noticing commonality
between their copyrighted works and “Levitating.”

Defendants filed a motion to dismiss based on
failure to state a claim upon which relief can be
granted, on grounds that plaintifts fail to plead
access and adequately allege substantial similarity.*’
The case is currently being briefed.

Given the decision in the Cope case, it will be
interesting to see how plaintifts argue the case and
how the court will rule with respect to plaintift’s
claimed signature melody and whether defendants
had access and whether there is substantial similarity
to amount to copyright infringement. Music copy-
right cases that reach trial may amount to a “battle
of the experts,” with each side proffering expert tes-
timony over whether the allegedly infringing work
demonstrates signs of actual copying, as opposed to
using melodies or harmonies that are too generic to
be the identifiable work of a particular artist.

Artificial Intelligence (Al) Copyright

Thaler v. Perimutter®®

This case concerns ownership and copyright
registrability of creative works created by artificial
intelligence. On November 3, 2018, The Artificial
Inventor Project (AIP), a global initiative which
conducts pro bono legal test cases seeking intellec-
tual property rights for Al-generated output, filed a
copyright application on behalf of Steven Thaler to
register work created by Al with the United States
Copyright Office (USCO) (listing the Al as the
author, and the AI’s owner, Steven Thaler, as claim-
ant). The USCO rejected the application because it
lacked human authorship, which according to the
USCO is a prerequisite of copyright protection in
the United States.

Subsequently, on June 2, 2022, AIP filed a law-
suit against the USCO on behalf of Thaler raising
various issues surrounding copyright ownership of
Al-generated works. Thaler, moved for summary
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judgement arguing that the Al-generated works
are subject to copyright protection and that he is
copyright owner of the image given his ownership
of the Al system. Alternatively, Thaler claimed that
the work should be registrable under the “work for
hire” doctrine. The USCO filed a cross-motion for
summary judgement arguing that copyright pro-
tection does not extend to non-human authors as
supported by the language of the Copyright Act,
Supreme Court precedent, and various federal
court decisions and, as such, the USCO is entitled
to summary judgment in this case. The case is cur-
rently being briefed.

With artificial intelligence generated content on
the rise with new programs and platforms such as
ChatGPT, copyright protection will be in flux, with
many questions of law concerning authorship and
copying. As Al is becoming an everyday tool used
by companies, the growth of Al related litigation is
expected to be dramatic.

KEY INTELLECTUAL PROPERTY (IP)
CASE TO WATCH IN THE LOWER
COURTS: TRADEMARK AND
COPYRIGHT

Getty Images (US), Inc. v Stability Al, Inc.®'

In February, 2023 Getty Images (Getty) filed a
lawsuit against Stability Al Inc. (Stability) alleging

Figure 2

‘Ancrew Powe!

ﬁ:

that Stability copied more than 12 million images
to train its Al system without authorization.
Stability generated various images based on Getty’s
copyrighted images many of which contained its
trademarked watermark. Getty argued that the
generative images contained modified versions
and lower image quality of its trademark as shown
below.*? Getty alleges, inter alia, copyright infringe-
ment, trademark infringement, trademark dilution
and tarnishment. Figure 2 is an example of what
was provided in the complaint.

The case is currently being briefed.

Although artificial intelligence in intellectual
property is a developing area of the law; as this case
demonstrates, companies and individuals using
Al-generated artwork should navigate issues around
licensing and infringement.

KEY IP CASE TO WATCH IN LOWER
COURTS: TRADE DRESS

Nike, Inc. v. USAPE LLC®

Nike, Inc. (Nike) is an American multinational
corporation that is engaged in the design, devel-
opment, manufacturing, and worldwide marketing
and sales of footwear, apparel, equipment, acces-
sories, and services. USAPE LLC (USAPE) is the
owner of Japanese streetwear company, A Bathing
Ape (Bape).
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On January 25, 2023, Nike filed a lawsuit against
the streetwear brand in the Southern District of
New York on trademark infringement, false desig-
nation of origin, common law trademark infringe-
ment and unfair competition, and dilution claims.
Nike seeks injunctive relief to prevent Bape from
continuing to manufacture, market and distribute
the allegedly infringing footwear, and monetary
damages, including an award of three times the

amount of compensatory damages and increased
profits.

According to the complaint, Bape originally
began selling the infringing footwear in the United
States in 2005.%* Nike claims that the original activ-
ity was de minimis and too inconsistent to warrant
suit.®® In 2009 Nike contacted Bape to address the
issue, after which according to Nike Bape signifi-
cant diminished its US activities, closing all but one
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U.S. store.®® In 2016, Bape redesigned the footwear.
However, on February 6, 2021, Bape once again
reintroduced the infringing designs in the U.S. mar-
ket and drastically increased the volume and scope
of infringement.*’

Nike’s complaint highlights the copious similari-
ties between Bape designs like the Bape Sta, the Sk8
Sta, and their corresponding Nike inspirations — the
Air Force 1, Dunk Low, and the Jordan 1, respec-
tively — for which Nike has registered and common
law trade dress rights, as demonstrated in its com-
plaint with Figure 3.

On May 17, 2023 USAPE filed a motion to
dismiss on grounds that Nike has failed to identify
its trade dress, supported by the fact that it took
nearly 15 years for Nike to file the instant action.
USAPE argued that Nike’s trade dress registration
and photos of sneakers are not sufficient to describe
Nike’s trade dress with specificity and therefore the
suit should be dismissed. Nike filed a reply arguing
that it satisfies that pleadings requirement as Nike’s
federally registered trade dress rights are not only
presumed protectable, but “should be aftorded the
utmost protection.”®”

While Nike provides some compelling arguments
as to why it took no action during the fifteen years
of ongoing conflict with Bape, it seems relevant that
Nike only began filing for trade dress protection in
2006, likely in response to the activities by Bape.
Since then, Nike has filed several such trade dress
applications, including as recently as July 2020."!

The decision in this case will likely have implica-
tions for trademark owner’s enforcement practices
and may dictate whether an aggressive approach
is required on the part of the trademark owner
to police its rights or whether a more laid-back
approach is appropriate particularly where the
infringement is de minimis.

CONCLUSION

These intellectual property cases demonstrate
the need to actively monitor, protect, and enforce
trademark rights. The decisions in these cases will
continue to shape how trademark holders and intel-
lectual property attorneys strategize brand protec-
tion in a globalized market.
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