, ERIC SILWAMBA
KALDENTONS Zuyeyewr sz

Insights and
Commentary
from Dentons

The combination of Dentons and Eric Silwamba, Jalasi
and Linyama Legal Practitioners offers our clients access
to 10000+ lawyers in 180+ locations and 70+ countries
around the world.

This document was authored by representatives

of Eric Silwamba, Jalasi and Linyama Legal Practitioners
prior to our combination’s launch and continues to be
offered to provide clients with the information they need
to do business in an increasingly complex, interconnected
and competitive marketplace.



International
Comparative
Legal Guides

Patents 2021

A practical cross-border insight into patent law

11t Edition

Featuring contributions from:

Bird & Bird LLP

Cedar White Bradley IP LLC
Chuo Sogo Law Office, P.C.
CPST Intellectual Property
Daniel Law

DDPV Studio Legale
Duane Morris LLP

Eric Silwamba, Jalasi and Linyama
Legal Practitioners

Gleiss Lutz
Gorodissky & Partners Ukraine

Gowling WLG
Haynes and Boone

Kadasa Intellectual Property
(in association with Rouse & Co. International)

Law Office of KRAdamo

LexOrbis

Mintz

Nestor Nestor Diculescu Kingston Petersen
Ofo Ventura Intellectual Property & Litigation
OLIVARES

Patrinos & Kilimiris

PETOSEVIC Russia

Pham & Associates

Reinhold Cohn Group

Reising Ethington P.C.

Rouse

Setterwalls

Shook Lin & Bok

SyCip Salazar Hernandez & Gatmaitan
TIPLO Attorneys-at-Law

ICLG.com



ISBN 978-1-83918-066-8
ISSN 2044-3129

Published by

g I g global legal group

59 Tanner Street
London SE1 3PL
United Kingdom
+44 207 367 0720
info@glgroup.co.uk
www.iclg.com

Consulting Group Publisher
Rory Smith

Publisher
James Strode

Editor
Jane Simmons

Senior Editor
Sam Friend

Head of Production
Suzie Levy

Chief Media Officer
Fraser Allan

CEO
Jason Byles

Printed by
Ashford Colour Press Ltd.

Cover image
www.istockphoto.com

Strategic Partners

Q)
MIX
Papar from
respanslble sources
}::%gq FSC*® C011748

International
Comparative
Legal Guides

Patents 2021

11t Edition

Contributing Editor:
Katharine Stephens
Bird & Bird LLP

©2020 Global Legal Group Limited.
All rights reserved. Unauthorised reproduction by any means,
digital or analogue, in whole or in part, is strictly forbidden.

Disclaimer

This publication is for general information purposes only. It does not purport to provide comprehen-
sive full legal or other advice. Global Legal Group Ltd. and the contributors accept no responsibility
for losses that may arise from reliance upon information contained in this publication.

This publication is intended to give an indication of legal issues upon which you may need advice.
Full legal advice should be taken from a qualified professional when dealing with specific situations.



Table of Contents

Expert Chapters

—
]

The Relevance of Compulsory Licensing in the Fight Against the COVID-19 Pandemic

Neil Jenkins & Georgina Straughan, Bird & Bird LLP

A New Fault Line in the Modern Era of U.S. Patent Eligibility

Corey M. Beaubien, Reising Ethington P.C.

Ownership of Patent Rights and Standing to Sue in US Courts

D. Stuart Bartow, Duane Morris LLP

Appealing a PTAB Post-Grant Final Decision: The Need for Standing

Kenneth R. Adamo & Eugene Goryunov, Law Office of KRAdamo | Haynes and Boone

Gulf Co-operation Council Countries — Patent Landscape

Sara Holder & Mohammad Jomoa, Kadasa Intellectual Property (in association with Rouse & Co. International)

Q&A Chapters

w

~
~

a

117

127

Australia
Bird & Bird LLP: Jane Owen & Rebecca Currey

Brazil
Daniel Law: Rana Gosain & Ricardo Nunes

Canada
CPST Intellectual Property: Anthony Prenol &
Brett Slaney

France
Gowling WLG: Céline Bey & Clémence Lapotre

Germany
Gleiss Lutz: Dr. Matthias Sonntag & Dr. Herwig Lux

Greece
Patrinos & Kilimiris: Constantinos Kilimiris

India
LexOrbis: Joginder Singh, Varun Sharma &
Rajeev Kumar

Israel
Reinhold Cohn Group: Adv. Eran Bareket &
Dr. Ronnie Benshafrut

Italy
DDPV Studio Legale: Luciano Vasques & Chiara Sciarra

Japan
Chuo Sogo Law Office, P.C.: Naoko Nakatsukasa

Malaysia
Shook Lin & Bok: Michael Soo & Wendy Lee Wan Chieh

Mexico
OLIVARES: Daniel Sanchez y Bejar &
Sergio L. Olivares, Jr.

Myanmar
Rouse: Fabrice Mattei & Moe Mynn Thu

Philippines

SyCip Salazar Hernandez & Gatmaitan:

Vida M. Panganiban-Alindogan & Anna Loraine M.
Mendoza

157

171

188

—r

9

Romania

Nestor Nestor Diculescu Kingston Petersen:
Sorina Olaru, Daniela Savin (Ghervas) &
Alina Tace (Dumitru)

Russia
PETOSEVIC Russia: Natalia Osipenko & Mayya Pak

Saudi Arabia
Kadasa Intellectual Property: Mohammad Jomoa &
Sara Holder

Sweden
Setterwalls: Martin Levinsohn & Per Lidman

Taiwan
TIPLO Attorneys-at-Law: J. K. Lin & H. G. Chen

Thailand
Rouse: Fabrice Mattei & Manoon Changchumni

Turkey
Ofo Ventura Intellectual Property & Litigation:
Ozlem Futman & Yasemin Aktas

Ukraine
Gorodissky & Partners Ukraine: Oleg Zhukhevych &
Maksym Bocharov

United Arab Emirates
Cedar White Bradley IP LLC: David Harper

United Kingdom
Bird & Bird LLP: Katharine Stephens &
Audrey Horton

USA
Mintz: Michael T. Renaud & Matthew A. Karambelas

Vietnam
Pham & Associates: Pham Vu Khanh Toan

Zambia
Eric Silwamba, Jalasi and Linyama Legal
Practitioners: Joseph A. Jalasi & Andrew Simunyola




Chapter 32

Zambia

Eric Silwamba, Jalasi and Linyama Legal Practitioners

1 Patent Enforcement

1.1 Before what tribunals can a patent be enforced

against an infringer? Is there a choice between tribunals
and what would influence a claimant’s choice?

Section 79 (1) of the Patents Act provides that:
“A patentee or exclusive licensee shall have the right to commence
court proceedings against a person who is alleged to have infringed or
is performing any act likely to canse an infringement of a patentee’s
right in a patent.”’
There is no choice between the tribunals, all patent infringe-
ment matters are commenced in the High Court.

1.2 Can the parties be required to undertake mediation
before commencing court proceedings? Is mediation

or arbitration a commonly used alternative to court
proceedings?

Parties are not required to undertake mediation before
commencing court proceedings. The parties will have to
voluntarily agree to mediation. Mediation and arbitration
are commonly used methods of alternative dispute resolution
(ADR) in Zambia. Otder 19 Rule 3 of the High Court Rules
provides that the judge may refer parties to mediation or to arbi-
tration after commencement of court proceedings. Where a
matter has been referred to mediation and is not settled within
45 days, it shall be referred back to the judge; within 14 days the
judge must summon the parties and give directions.

1.3 Who is permitted to represent parties to a patent

dispute in court?

Parties can either represent themselves, or engage legal practi-
tioners to represent them.

1.4 What has to be done to commence proceedings,
what court fees have to be paid and how long does

it generally take for proceedings to reach trial from
commencement?

To commence proceedings, parties will have to file a writ of
summons and statement of claim in court. Order 6 Rule 1 of the
High Court Rules provides that every action must be commenced
by a writ of summons unless an act or statute indicates which
mode of commencementis to be used. The Patents Act does not
have any provision stating the mode of commencement.
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Ozder 19 of the High Court Rules provides the procedure
for what happens after the statement of claim has been served
and the defence has been settled. The judge shall summon the
parties to a scheduling conference so that the court can issue
orders and directions.

If a party does not respond, the judge will follow up, and
if the parties respond the court will address the issue of inspec-
tion, admission, interrogatories and the mode and place of trial.
The court will give directions as to when parties must conduct
discovery and inspection. Normally, this is within 14 days from the
date of the order. Inspection follows maybe 14 days thereafter. So,
it will approximately take about a month or so to get to trial.

1.5 Can a party be compelled to disclose relevant

documents or materials to its adversary either before or
after commencing proceedings, and if so, how?

Yes. A party can be compelled to disclose relevant documents
after commencing court proceedings by way of discovery and
inspection. According to Order 24 Rule 7 of the Rules of the
Supreme Court (White Book), after discovery and inspec-
tion a party can file an order of discovery to compel the other
party to produce relevant documents. However, a party can be
compelled to disclose the relevant documents before trial should
they wish for a more advanced list of documents.

1.6 What are the steps each party must take pre-trial?

Is any technical evidence produced, and if so, how?

The court or the judge shall, not later than 21 days after the
appearance and defence have been filed, summon parties to
a scheduling conference and issue directions with respect to
setting for filing court documents.

Yes, technical evidence which we refer to as “Expert
Evidence” may be produced. Parties secking to adduce expert
evidence from the court must apply for leave from the court in
accordance with the provisions of Order 38 Rule 36 of the Rules
of the Supreme Court (White Book) 1999 Edition.

1.7 How are arguments and evidence presented at the

trial? Can a party change its pleaded arguments before
and/or at trial?

Yes, an amendment of pleadings is allowed before and/or at trial.
The parties can file their written skeleton arguments before the
trial with the Commercial Court. In the General List, there is
no such requirement as there are no opening arguments; argu-
ments are filed at the conclusion of the trial.

Patents 2021
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With respect to evidence, in the General List there are oral
arguments and in the Commercial Court the parties will file
witness statements.

1.8 How long does the trial generally last and how long

is it before a judgment is made available?

The time frame varies from case to case, but on average in the
Commercial Court the trial can take six to 12 months.

1.9 Is there any alternative shorter, flexible or
streamlined procedure available? If so, what are

the criteria for eligibility and what is the impact on
procedure and overall timing to trial?

Yes, parties can utilise the WIPO Arbitration and Mediation
Center, which is a neutral, international and non-profit dispute
resolution provider. Unlike a trial, these ADR methods are less
formal and perhaps more time- and cost-efficient. The proce-
dures are open to any person or entity, regardless of nationality
or domicile. They may be held anywhere in the world, in any
language and under any law chosen by the parties.

1.10 Are judgments made available to the public? If not

as a matter of course, can third parties request copies of
the judgment?

Judgments are public documents and so are all other proceed-
ings on a court record.

1.11 Are courts obliged to follow precedents from
previous similar cases as a matter of binding or
persuasive authority? Are decisions of any other
jurisdictions of persuasive authority?

Decisions made in the Supreme Court are binding on all lower
courts as the courts apply the principal of stare decisis. Judgments
from other jurisdictions are only of a persuasive nature, but they
are not binding, especially those from the commonwealth and
common law jurisdictions.

1.12 Are there specialist judges or hearing officers, and
if so, do they have a technical background?

There is a commercial division of the High Court; however,
there is no specialised Court for Intellectual Property.

1.13 What interest must a party have to bring (i)

infringement, (ii) revocation, and (iii) declaratory
proceedings?

Section 79 (1) of the Patent Act sets out the /ocus standi for bringing
an intellectual property infringement, revocation and declara-
tory proceedings and states that a patentee or exclusive licensee
shall have the right to commence court proceedings against a
person who is alleged to have infringed or is performing any act
likely to cause an infringement of a patentee’s right in a patent.

1.14 If declarations are available, can they (i) address

non-infringement, and/or (ii) claim coverage over a
technical standard or hypothetical activity?

Patents 2021
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(i)  Yes, declarations can address non-infringement. According
to Section 84 of the Patents Act:

(1) A person who is interested in a protected patent may
apply to the High Court for a declaration, by the Court,
of the performance of a specific act, by the applicant,
as not constituting an infringement of the patentee’s
right in the protected patent.

(2) The patentee, an assignee or licensee shall have the
right to be joined as defendants in the proceedings
referred to in subsection (1).

(3) The High Court shall not make the declaration,
referred to in subsection (1), if: (a) the act to which the
application relates is already a subject of infringement
proceedings; or (b) the person making the applica-
tion fails to satisfy the court that the person had previ-
ously written to the patentee, requesting for a written
acknowledgment of whether such act is infringing
or non-infringing, and the patentee has failed or
neglected to respond to such request within a reason-
able period.

(ii) In accordance with the WIPO, declarations can be made
over a technical standard or hypothetical activity.

1.15 Can a party be liable for infringement as a
secondary (as opposed to primary) infringer? Can a party

infringe by supplying part of, but not all of, the infringing
product or process?

No, a party cannot be liable for infringement as a secondary
infringer.

And in response to the second question, Section 72 (1) (c) of
the Patents Act provides that a party can infringe by supplying
part of the infringing product or process.

1.16 Can a party be liable for infringement of a process
patent by importing the product when the process is
carried on outside the jurisdiction?

No, patents are territorial rights. The exclusive rights are only
applicable in the country or region in which a patent has been
filed and granted, in accordance with the law of that country or
region.

1.17 Does the scope of protection of a patent claim
extend to non-literal equivalents (a) in the context of
challenges to validity, and (b) in relation to infringement?

No, protection does not extend to non-literal equivalents in
Zambia.

1.18 Can a defence of patent invalidity be raised, and if
so, how? Are there restrictions on such a defence e.g.

where there is a pending opposition? Are the issues of
validity and infringement heard in the same proceedings
or are they bifurcated?

Yes, a defence of patent invalidity can be raised and the defence
will be pleaded in the defendants’ defence if the opposition is
in the High Court. If the opposition is before the Registrar at
Patents and Companies Registration Agency (PACRA), Section
57(2) of the Patents Act provides that where an applicant for a
grant of a patent wishes to contest a notice opposing the grant
of a patent, the applicant shall, within the prescribed period, or
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any such further period as the Registrar may allow, file, with
the Registrar, a counterstatement setting out particulars of the
grounds on which the notice is contested.

There are no restrictions on such defence. The defence will
be made in response to the pending opposition as the issues of
invalidity and infringement will be heard in the same proceed-
ings both before the Registrar and proceedings before the High
Court.

1.19 Is it a defence to infringement by equivalence that
the equivalent would have lacked novelty or inventive

step over the prior art at the priority date of the patent
(the “Formstein defence”)?

See question 1.17 above. Infringement by equivalence is not
applicable in Zambia.

1.20 Other than lack of novelty and inventive step, what
are the grounds for invalidity of a patent?

The patent has to be capable of industrial application. If the
patent does not have this trait, then there is a ground to consider
it as invalid.

1.21 Are infringement proceedings stayed pending
resolution of validity in another court or the Patent
Office?

As a general rule applicable to all litigation, a party can apply
to stay other proceedings on grounds such as it being in the
interest of orderly resolution that one matter be stayed to prop-
erly resolve the other matter. This is designed to avoid multi-
plicity in the administration of justice.

1.22 What other grounds of defence can be raised in
addition to non-infringement or invalidity?

Section 83 of the Patents Act provides for innocent infringe-
ment, where the defendant was not aware and had no reasonable
grounds for supposing that the patent existed.

1.23 (a) Are preliminary injunctions available on (i) an
ex parte basis, or (ii) an inter partes basis? In each case,
what is the basis on which they are granted and is there
arequirement for a bond? Is it possible to file protective

letters with the court to protect against ex parte
injunctions? (b) Are final injunctions available? (c) Is a
public interest defence available to prevent the grant of
injunctions where the infringed patent is for a life-saving
drug or medical device?

Yes, preliminary injunctions are available on an ex parte basis
if a party highlights that a particular infringement ought to be
stopped immediately. Inter partes are also available once the court
grants an ex parfe. However, once the court decides that there
is no urgency, the court will hear it iuter partes. This also applies
where the court expresses doubt or would like to seek clarity on
whether the patent infringement requires an immediate stop or
otherwise.

There is no requirement for a bond, but the party taking out an
injunction must have an understanding of the potential damages.

The basis on which injunctions are granted is that the applica-
tion must adhere to the following principles:
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(i)  there must be a serious question to be tried;

(ii) damages will not be sufficient (the plaintiff will not be
adequately compensated by an award of damages at the
trial);

(iii) balance of convenience; and

(iv) preserving the status quo.

In accordance with Section 99 of the Patents Act, a public
interest defence is available to prevent the grant of injunctions
where the infringed patent is for a life-saving drug or medical
device. See question 3.2 below.

1.24 Are damages or an account of profits assessed
with the issues of infringement/validity or separately?

On what basis are damages or an account of profits
assessed? Are punitive damages available?

The principal in Zambian Courts on assessment will follow
the common law position, which is that damages for infringe-
ment/validity will be assessed separately. This is pursuant to the
English Extent Act Chapter 10 and 11 of the Laws of Zambia.

Zambia applies principles of common law where there is no
decided case in Zambia. Similarly, the basis for damages or
account of profits will be according to the loss of profits suffered
by the patentee arising out of infringing activities or by reference
to a reasonable royalty rate. Nothing stops the assessing court
from combining the two methods.

1.25 How are orders of the court enforced (whether they

be for an injunction, an award of damages or for any
other relief)?

According to Section 80 of the Patents Act, the court may grant

any of the following reliefs:

(@) aninjunction to prevent an infringement of the patentee’s
or exclusive licensee’s right, where infringement is immi-
nent, ot to prohibit the continuation of an infringement;

(b) an order that the infringing product or article be delivered
up;

() award of damages;

(d) account of profits;

()  payment of royalties;

(f)  destruction or disposal of infringing products or articles,
as the court considers appropriate, in accordance with laws
relating to public health and the environment; or

(g) any other remedy the court may consider appropriate.

Please note that an Anton Piller Otder is available to facilitate
the search of premises and seizure of evidence without prior
warning. It prevents distraction of evidence in cases of trade-
mark/copyright patent infringements.

1.26 What other form of relief can be obtained for patent

infringement? Would the tribunal consider granting
cross-border relief?

No. All available reliefs are referred to in our answer to ques-
tion 1.25.

1.27 How common is settlement of infringement

proceedings prior to trial?

Patent infringement cases are very rare in Zambia; therefore
studying frequency is very difficult.

Patents 2021
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1.28 After what period is a claim for patent infringement

time-barred?

Eric Silwamba, Jalasi and Linyama Legal Practitioners

2.2 Can a patent be amended in inter partes revocation/
invalidity proceedings?

Section 79 of the Patents Act provides that infringement
proceedings shall not be heard by the court unless the proceed-
ings are commenced within a period of five years from the
date on which the facts giving rise to such proceedings became
known to the patentee or an exclusive licensee, except that the
court may, in its absolute discretion, allow proceedings to be
commenced after five years.

1.29 Is there aright of appeal from a first instance

judgment, and if so, is it a right to contest all aspects of
the judgment?

Yes. The appeal has to be on a point of law or a mixed point of
law and fact; however, it cannot be simply based on fact.

1.30 What are the typical costs of proceedings to a first
instance judgment on (i) infringement, and (ji) validity? How
much of such costs are recoverable from the losing party?

The costs awarded in patent cases are not too different to those
in ordinary cases. The rule followed is that the party will bear
its own costs. The costs are those prescribed in the Legal
Practitioners Cost Order of 2017.

1.31 For jurisdictions within the European Union:
What steps are being taken in your jurisdiction towards
ratifying the Agreement on a Unified Patent Court,
implementing the Unitary Patent Regulation (EU
Regulation No. 1257/2012) and preparing for the unitary
patent package? Will your country host a local division
of the UPC, or participate in a regional division? For
jurisdictions outside of the European Union: Are there
any mutual recognition of judgments arrangements
relating to patents, whether formal or informal, that
apply in your jurisdiction?

This is not applicable in Zambia.
2 Patent Amendment

2.1 Can a patent be amended ex parte after grant, and if

so, how?

Yes, patents can be amended ex parte after they have been

granted.

Section 47 of the Patents Act provides that:

(1)  The Registrar may, on request by an applicant, authorise
the correction of a clerical error in a document filed with
PACRA.

(2)  Where a request for the correction of an error, referred to
in subsection (1) concerns the description, claim or draw-
ings, the correction shall be obvious and immediately
evident that nothing else is intended than what is offered
as a correction.

(3) A request for the correction of a clerical error (as speci-
fied in subsection (1)) shall be made by the applicant in a
prescribed manner and on payment of a prescribed fee.

(4)  Where it is proposed by the Registrar that a correction be
made, other than the request referred to in subsection (3),
the Registrar shall give notice of the proposed correction
to the applicant for the grant of a patent.

Patents 2021

It is possible for amendments to be made. Section 91 of the

Patents Act provides that:

(1) An application for revocation of a patent, made in accord-
ance with this section, shall be served by the Registrar on
a person appearing on the Register as a patentee or person
having an interest in the patent.

(2) The Registrar shall, before revoking the patent, give the
patentee or any person having an interest in the patent an
opportunity to be heard.

(3)  Where an application for the revocation of a patent applies
only to some parts of the claim in the complete specifi-
cation, the Registrar may only revoke those parts, except
that where the grounds for revocation are established with
respect to the first claim of the patent, the patent shall be
invalidated.

Therefore, due to a full or part revocation, the patent will be
amended accordingly in the event that there is a change in the
specifications.

2.3 Are there any constraints upon the amendments

that may be made?

As mentioned in question 2.1, Section 47 (1) (2) of the Patents
Act provides that the Registrar may, on request by an appli-
cant, authorise the correction of a clerical error in a document
filed with PACRA. The amendments are constrained to clerical
errors concerning description, claim or drawings.

3 Licensing

3.1 Are there any laws which limit the terms upon

which parties may agree a patent licence?

The terms of the licence shall not have unjustified restrictions or
be prejudicial to the economic interest of the country.

Section 97 (1) of the Patents Act provides that the Registrar
may refuse to register a licence contract which imposes unjusti-
fied restrictions on the licensee or is prejudicial to the economic
interest of the country.

3.2 Can a patent be the subject of a compulsory

licence, and if so, how are the terms settled and how
common is this type of licence?

Yes, a patent can be the subject of a compulsory licence. Section
99 of the Patents Act provides that a person may, after three years
from the date of the grant of a patent, apply to the Minister for the
grant of a compulsory licence on any of the following grounds:

(@ that without reasonable cause, the patentee does not work
the patented process in Zambia;

(b) that the patented product or article is not available to the
public in Zambia in sufficient quantity or at an affordable
price;

()  that the refusal by the patentee to grant a contract licence,
on reasonable terms, is prejudicial to the country’s estab-
lishment and development of industries or commercial
activities;

(d) that the applicant for a contract licence has failed to obtain
the patentee’s consent for the use of the patented inven-
tion, under reasonable terms and conditions;
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(e) that the interest of public health or nutrition demand the
commercial working of the patented invention in Zambia;

(f)  that there is a need to remedy the abuse of intellectual
property rights or anti-competitive practices; or

(g) that there is a national emergency which requires the use
of the patented invention.

This type of licence is not very common. No compulsory
licences have been issued in Zambia for the past five years.

4 Patent Term Extension

4.1 Can the term of a patent be extended, and if so, (i)

on what grounds, and (ii) for how long?

Extension of patents is allowed. Section 67 of the Patents Act

provides that a patentee or an exclusive licensee may, six months

before the expiry of the term of a patent, apply to the Registrar
for an extension of the term of a patent for a further term not
exceeding two years on any of the following grounds:

(@) where there are hostilities between Zambia or any
Commonwealth country and any other country generally
and the patentee has suffered loss or damage; or

(b) where an act of God occurs and the patentee has not been
able to work the patent.

5 Patent Prosecution and Opposition

5.1 Are all types of subject matter patentable, and if

not, what types are excluded?

Section 16 of the Patents Act provides that the following inven-

tions shall not be patentable:

(@) discoveries, scientific theories or mathematical methods;

(b) schemes, rules or methods for doing business, performing
purely mental acts or playing games or doing business;

(¢) literary, dramatic, musical or artistic work or any other
artistic creation;

(d) presentation of information; and

() computer programs.

5.2 Isthere a duty to the Patent Office to disclose

prejudicial prior disclosures or documents? If so, what
are the consequences of failure to comply with the duty?

No, this is not applicable.

5.3 May the grant of a patent by the Patent Office be
opposed by a third party, and if so, when can this be
done?

Yes, Section 56 of the Patents Act provides that a person,
including the State, may oppose the grant of a patent at any time,
within a period of three months from the date an application for
a grant of a patent is advertised, or within such further period
as the Registrar may allow, and before the sealing of the patent.

5.4 Is there aright of appeal from a decision of the

Patent Office, and if so, to whom?

Yes, the appeal is made to the High Court of Zambia.
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5.5 How are disputes over entitlement to priority and
ownership of the invention resolved?

A priority date of an invention shall be the earliest priority date
claimed in an application, until the contrary is proven.

Section 41 of the Patents Act provides that the priority date
of an invention, to which an application for the grant of a patent
relates, shall be the date on which the application was first filed
in the convention country.

5.6 Is there a “grace period” in your jurisdiction, and if

so, how long is it?

Yes, there is a grace period. The grace period is three months
from the date an application for a grant of a patent is advertised
to the public.

5.7 What is the term of a patent?

Section 65 of the Patents Act provides that the duration of every
patent granted shall be 20 years from the filing date of the appli-
cation for the grant of a patent.

5.8 Is double patenting allowed?

Yes, Section 74 of the Patents Act provides that where a patent is
granted to two or more patentees, the patentees shall, subject to
any agreement in force, be considered as joint owners.

6 Border Control Measures

6.1 Is there any mechanism for seizing or preventing

the importation of infringing products, and if so, how
quickly are such measures resolved?

In accordance with Section 80 of the Patents Act, there are
mechanisms of preventing the importation of a patentee or an
exclusive licensee. The court may grant various reliefs such as
an injunction to prevent an infringement of the patentee’s or
exclusive licensee’s right, where infringement is imminent, or to
prohibit the continuation of an infringement and an order that
the infringing product or article be delivered up.

Obtaining such a court order can be immediate if it is ex
parte. But if not granted ex parte, the court will grant a hearing
date within a week. Parties are at liberty to file a certificate of
urgency, which allow parties to approach the court and abridge
the urgency of the matter.

7 Antitrust Law and Inequitable Conduct

7.1 Can antitrust law be deployed to prevent relief for

patent infringement being granted?

No, Section 3 (3) (@) of the Competition and Consumer
Protection Act No. 24 of 2010 provides that this Act shall not
apply to an agreement or conduct insofar as it relates to intellec-
tual property rights including the protection, licensing or assign-
ment of rights under, or existing by virtue of, a law relating to
copyright, design rights, patents or trademarks.
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7.2 What limitations are put on patent licensing due to
antitrust law?

As mentioned in question 7.1, antitrust law does not apply to
patents in Zambia.

7.3 In cases involving standard essential patents, are
technical trials on patent validity and infringement heard
separately from proceedings relating to the assessment

of fair reasonable and non-discriminatory (FRAND)
licences? Do courts grant FRAND injunctions, i.e. final
injunctions against patent infringement unless and until
defendants enter into a FRAND licence?

There have been no cases in Zambia where a FRAND licence
has been issued; however, the principles applied in Zambia to an
injunction are those as set out in the famous American Cyanamid
case. As to whether Zambian Courts can grant a global injunc-
tion remains to be seen.
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8 Current Developments

8.1 What have been the significant developments in

relation to patents in the last year?

None, although in 2016 Zambia repealed the 1958 Patents Act,
bringing in a new regime.

8.2 Are there any significant developments expected in
the next year?

There may be an introduction of the registrability of utility
models or petty patents in Zambia.

8.3 Are there any general practice or enforcement

trends that have become apparent in your jurisdiction
over the last year or so?

One noticeable trend in Zambia is the increase of pharmaceu-
tical companies coming to register their patents. There is also
an increase of Chinese companies coming to register patents,
especially with respect to renewable energy.
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Joseph A. Jalasi is the Head of the Intellectual Property, Tax, Mining, Corporate, Banking and Finance Departments. He has several years of
experience in public litigation and has held various public offices. He is a founding partner of the firm. The many reported cases to his credit
in the Zambian Law Reports and the Revenue Appeals Tribunals Reports are sufficient testimony.

Eric Silwamba, Jalasi and Linyama Legal Practitioners Tel: +260 211 256 530
No. 12 Chilekwa Mwamba Road Email: jjalasi@ericsilwambaandco.com
At William Burton Place URL: www.ericsilwambaandco.com

Chilekwa Mwamba Road off Lubu/Saise Roads
Post Net Box 571 Private Bag E 891

Longacres Lusaka
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Andrew Simunyola is an associate and has been at the firm for 15 years. He has wide experience in various types of intellectual property and
litigation. He has advised several multinational clients.
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Eric Silwamba, Jalasi and Linyama Legal Practitioners (ESJL) is a Zambian
Law Firm that has been in existence for over 30 years as Eric Silwamba
and Company. In 2013 it was rebranded to ESJL following the admission
to partnership of Joseph Jalasi and Lubinda Linyama. It has over the
years developed to the level of being among the top law firms in Zambia.
The firm offers boutique style legal services to its clients. The firm, unlike

its competitors, is able to offer a wide range of services with respect to

Intellectual Property, Dispute Resolution, Banking and Finance, Mergers ,:L.-L
and Acquisitions, Corporate, Competition, Tax, Energy and Mining. In the -—-E OJ L-
fourth quarter of 2019, Dentons, the world's largest firm by head count, ERIC SILWAMBA, JALASI & LINYAMA
announced that its partners had voted to admit ESJL to its network of Legal Practitioners

firms. The firm has been listed in many recommended legal publications,
such as: Chambers Global; The Legal 500; the International Comparative Legal
Guides; and Global Legal Insights.
The firm is a member of TrustLaw, a pro bono service operated by Thomas
Reuters.

www.ericsilwambaandco.com
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